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Application/Control Number: 10/043,515 
Art Unit: 2121 

DETAILED ACTION 

This action is responsive to application 10/043,515 filed 03/26/2001, the 
Request for Continued Examination (ROE), Information Disclosure Statement 
(IDS), Drawing Corrections and Amendment filed 4/19/05 as well as the IDS filed 
10/12/04. Claims 1-83 filed by the applicant have been entered and examined. 
Claims 41, 47-50 and 52 are canceled. An action on the merits of claims 1-40, 
42-46, 51 and 53-83 appears below. 

Priority 

Applicant's claim for domestic priority against application number 
60/191,783 filed 3/24/00 under 35 U.S.C. 119(e) is acknowledged. 

Claim Rejections - 35 USC § 101 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, 
manufacture, or composition of matter, or any new and useful 
improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claims 1, 39 and 71 stand rejected under 35 U.S.C. 101 because the 
claimed invention is directed to non-statutory subject matter. The language of 
the claims (e g. "experiment design", "experiment matrix", "matrix elements", 
"process conditions", "experimental results", "library of materials") raise a 



Application/Control Number: 10/043,515 Page 3 

Art Unit: 2121 

question as to whether the claims are directed merely to an abstract idea that is 
not tied to, a technological art, environment or machine which would result in a 
practical application producing a concrete, useful, and tangible result to form the 
basis of statutory subject matter under 35 U.S.C. 101 . For example, if claim 1 
was amended to recite a computer-implemented method and required 
performance of a result outside of a computer, it will be statutory in most cases 
since use of technology permits the function of the descriptive material to be 
realized. 



Claim Rejections - 35 USC § 102 

To expedite a complete examination of the instant application, the claims 
rejected under 35 U.S.C. 101 (nonstatutory) above are further rejected as set 
forth below in anticipation of applicant amending these claims to place them 
within the four statutory categories of invention. 

The following is a quotation of the appropriate paragraphs of 35 
U.S.C. 1 02 that form the basis for the rejections under this section made in this 
Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published 
under section 122(b), by another filed in the United States before the 
invention by the applicant for patent or (2) a patent granted on an . 
application for patent by another filed in the United States before the 
invention by the applicant for patent, except that an international 
application filed under the treaty defined in section 351 (a) shall have the 
effects for purposes of this subsection of an application filed in the United 
States only if the international application designated the United States 
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and was published under Article 21(2) of such treaty in the English 
language. 

Claims 1-3, 9-16, 24, 26-27, 29, 31-40, 42-45, 51, 57-66, 68-71, 77-80 and 
82-83 are rejected under 35 U.S.C. 102(e) as being anticipated by Nova et al 
United States Patent Number (USPN) 6,329,139 "Automated sorting system for 
matrices with memory" (Issued December 1 1 , 2001 , Filed August 1 1 , 1997). 
Regarding claim 1: 
Nova et al teaches, 

- providing to a remote user at a first location a computer-implemented 
experiment design tool for generating an experiment design defining a set of 
experiments, the experiment design including electronic data defining an 
experiment matrix having a plurality of matrix elements, one or more starting 
materials assigned to the matrix elements and one or more process conditions to 
be applied to the matrix elements, each of a plurality of matrix elements being 
defined by a unique combination of starting materials and/or process conditions, 
the experiment design also including electronic data defining a screening method 
to be applied to generate experimental results (Fig. 35; Abstract, "Automated 
drug discovery... matrices with memories"; column 2, lines 3-31, "The present 
invention... biological assay systems"; column 186, lines 33-43, "A portion 

of. . . experiments was 50%") 

- receiving at a second location a first user input including a first experiment 
design generated by the experiment design tool, the first experiment design 
defining a first experiment matrix having a first plurality of matrix elements, a first 
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set of one or more starting materials, and a first set of one or more process 
conditions, the first experiment design also defining a first screening method, the 
second location being remote from the first location (column 5, lines 31-40, "By 
virtue of.,. with identifying information "; column 95, lines 38-48, "Manual 
sorting. . . the transferring procedure") 

- preparing a first library of materials at the second location according to the first 
experiment design, the first library of materials corresponding to the experiment 
matrix, the first library of materials having a plurality of members corresponding 
to elements of the first experiment matrix, the plurality of members containing a 
plurality of actual compounds, compositions, materials or mixtures (column 2, 
lines 51-67, "The provision and ... J. Medicinar; column 3, lines 1-37, "Chemistry 
37:1233-12511 ... vitro assay systems") 

- applying the first set of process conditions to the members of the first library of 
materials at the second location to transform at least one of the starting materials 
into at least one product (column 81, lines 43-60, "The structural changes... 
intermediate state") 

- applying the first screening method to the members of the first library of 
materials at the second location to generate experimental results (column 13, 
lines 47-67, "Containers, such as... particular protocol, whereby"; column 14, 
lines 1-5, "a sample may... of the sample") 

- providing electronic data describing the experimental results to the remote user 
at the first location (column 143, lines 44-67, "Once rectified, the... the sample 
or"; column 144, lines 1-2, "specimen contained in... and identification number") 
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Regarding claim 2: 

Nova et al teaches, 

- the first screening method is a high throughput screening method (column 2, 
lines 3-31) 

Regarding claim 3: 

The rejection of claim 3 is the same as that for claim 2 as recited above since the 
stated limitation of the claim is set forth In the reference. 
Regarding claim 9: 
A/ova ef a/ teaches, 

- in response to providing the experimental results, receiving a second user input 
including a second experiment design defining one or more additional 
experiments (column 14, lines 6-13, "These instruments and... processed an 
assayed") 

- preparing a second library of materials based on the second experiment design 
(column 14, lines 14-28, "A container is... bars are used") 

- applying one or more process conditions specified in the second experiment 
design to the members of the second library of materials to transform at least one 
of the starting materials into a product and applying a second screening method 
to generate additional experimental results (column 14, lines 29-35, "Methods for 
electromagnetlcally...lnto the memory") 

- providing the additional experimental results to the remote user (column 14, 
lines 36-46, "The, thus identified... group are provided") 
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Regarding claim 10: 

The rejection of claim 1 0 is the same as that for claim 9 as recited above since 
the stated limitation of the claim is set forth in the reference. 
Regarding claim 1 1 : 
Nova et al teaches, 

- the second screening method and the first screening method are different 
(column 125, lines 16-64, "Anti-microbial assays and... different Salmonella 
strains") 

Regarding claim 12: 

Nova et al teaches, 

- the computer-implemented experiment design tool includes an interactive user 
interface configured to enable the remote user to select materials from a list of 
materials in a remote material inventory (column 41, lines 11-41, "Matrices 
include any... syntheses or reactions"; column 1 72, lines 42-48, "Calibration files 
are. . . to the X-Y locations") 

Regarding claim 13: 
Nova et al teaches, 

- the computer-implemented experiment design tool includes an interactive user 
interface configured to enable the user to select processing conditions from a list 
of processing conditions that can be implemented by a remote process control 
system (column 171, lines 39-67, "Host controller 12701. ..of the sorter") 
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Regarding claim 14: 

A/ova et al teaches, 

- the computer-implemented experiment design tool includes an interactive user 
interface configured to enable the user to select high throughput screening 
methods from a list of screening methods that can be performed by one or more 
screening instruments available at a remote laboratory location (column 158, 
lines 68-67, "Find Compound. The... 13804 for "Find"; column 159, lines 1-19, 
"Compound." The software... manual sorting system") 

Regarding claim 15: 
Nova et al teaches, 

- the computer-implemented experiment design tool includes an interactive user 
interface configured to access one or more databases of available materials, 
process conditions and high throughput screening methods (column 158, lines 
47-52, "d. User affirms placement... a another library") 

Regarding claim 16: 
A/ova ef a/ teaches, 

- the first screening method is automatically defined based on one or more of the 
starting materials and process conditions (column 127, lines 21-40, "Mixtures 
nucleic acid... the hybridizing probe"; column 128, lines 1-19, "Also of interest ... 
the methods herein"; column 129, lines 5-20, "each oligomer is... the gene 
segment") 
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Regarding claim 24: 

A/ova et al teaches, 

- the first experiment design includes information identifying one or more custom 
materials assigned to one or more matrix elements (column 9, lines 5-22, "The 
recording device... may be identified") 

- receiving the custom materials from the remote user for use in preparing the 
library of materials (column 13, lines 47-67, "Containers, such as... particular 
protocol, whereb/'; column 14, lines 1-5, "a sample may. ..of the sample") 
Regarding claim 26: 

Nova et al teaches, 

- the first experiment design defines a set of experiments directed to optimization 
of a chemical synthetic process (column 2, lines 3-31 , "The present 
invention... biological assay systems"; column 186, lines 33-43, "A portion 

of... experiments was 50%") 
Regarding claim 27: 
Nova et al teaches, 

- the set of experiments is directed to the preparation of pharmaceutical products 
or intermediates (column 36, lines 38-41, "As used herein... enzymes and 
cofactors"; column 37, lines 21-29, "As used herein... esterified or etherified") 
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Regarding claim 29: 

Nova et al teaches, 

- the set of experiments is directed to the preparation of specialty chemicals 
(column 114, lines 61-67, "These plates are... established protocols avail-"; 
column 115, lines 1-29, "able for the... agents are known") 

Regarding claim 31: 
Nova et al teaches, 

- the first experiment design defines a set of experiments directed to 
polymerization (column 14, lines 47-67, "Methods for tagging... example dipping 
the"; column 15, lines 1-3, "memory into the. ..of the memory") 

Regarding claim 32: 

The rejection of claim 31 is incorporated. Therefore, claim 32 is rejected under 
the same rationale as claim 31. 
Regarding claim 33: 
Nova et al teaches, 

- the first experiment design defines a set of experiments directed to the 
preparation of electronic materials (column 57, lines 1-23, "If needed, 
segregation... from its environment") 

Regarding claim 34: 
Nova et al teaches, 

- the experiment design defines a set of experiments directed to the preparation 
of composites or alloys (column 15, lines 37-46, "Compositions containing 
combinations ... memories are provided") 
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Regarding claim 35: 

Nova et al teaches, 

- the user receives the experimental results by accessing a results database 
through a remote computer-implemented interactive user interface (column 5, 
lines 31-40, "By virtue of... with identifying information "; column 95, lines 38-48, 
"Manual sorting. ..the transferring procedure"; column 158, lines 47-52, "d. User 
affirms placement. . . a another library*') 

Regarding claim 36: 
Nova et al teaches, 

- in response to providing the experimental results, receiving a second user input 
from the remote user including a request to purchase a starting material or 
product corresponding to one of the elements of the experiment matrix (column 
106, lines 66-67, "Matrices with memories... a memory [or''; column 107, lines 1- 
58, "engraved or imprinted... matrices with memories") 

Regarding claim 37: 
Nova et al teaches, 

- the experiment design tool is provided as a computer program to be executed 
by a computer system at the first location (column 19, lines 54-67, "a manual 
sorter ... encodable, writing to"; column 20, lines 1-3, "the memories, a... sorter is 
provided") 
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Regarding claim 38: 

Nova et al teaches, 

- the experiment design tool is provided as a computer program executed by a 
server process running at the second location (column 172, lines 1-10, "Sorter 
server 12706 ... within an application") 

- the remote user access the experiment design tool using a client process 
running at the first location (column 172, lines 49-55, "the Simulator Utility... look 
up time") 

Regarding claim 39: 

Nova et al teaches, 

- generating at a first location an experiment design defining a set of 
experiments, the experiment design including an. experiment matrix having a 
plurality of elements, one or more starting materials assigned to the matrix 
elements, and one or more process conditions to be applied to the matrix 
elements, each of a plurality of matrix elements being defined by a unique 
combination of starting materials arid/or process conditions, the experiment 
design also defining a screening method to be applied to generate experimental 
results (Fig. 35; Abstract, "Automated drug discovery... matrices with memories"; 
column 2, lines 3-31, "The present invention... biological assay systems"; column 
186, lines 33-43, "A portion of... experiments was 50%") 

- communicating the experiment design to a laboratory at a second location for 
execution, the second location being remote from the first location (column 13, 
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lines 47-67, "Containers, such as... particular protocol, whereby"; column 14, 
lines 1-5, "a sample may... of the sample") 

- receiving at the first location experimental results obtained at the laboratory by 
applying the process conditions to a library of materials corresponding to the 
experiment matrix to transform at least one of the starting materials into at least 
one product and applying the specified screening method (column 2, lines 51-67, 
"The provision and ...J. Medicinal"; column 3, lines 1-37, "Chemistry 37:1233- 
1251 1 ... vitro assay systems"; column 81, lines 43-60, "The structural changes... 
intermediate state"; column 13, lines 47-67, "Containers, such as... particular 
protocol, whereby"; column 14, lines 1-5, "a sample may... of the sample"; column 
143, lines 44-67, "Once rectified, the... the sample or"; column 144, lines 1-2, 
"specimen contained in... and identification number") 

Regarding claim 40: 
Nova et al teaches, 

- the experimental plan includes an estimate of time and/or cost to perform the 
set of experiments (column 120, lines 34-57, "A sample of...quantitated in 
duplicate"; column 45, lines 24-44, "Extrusion is one... the MICROTUBE 
microreactor") 

Regarding claim 42: 
Nova et al teaches, 

- the starting materials are selected from a list of materials in a remote material 
inventory (column 41, lines 1 1-41, "Matrices include any... syntheses or 
reactions"; column 172, lines 42-48. "Calibration files are. ..to the X-Y locations") 
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Regarding claim 43: 

Nova et al teaches, 

- the processing conditions are selected from a list of processing conditions that 
can be implemented by a remote process control system (column 171 , lines 39- 
67, "Host controller 1 2701 ... of the sorter") 

Regarding claim 44: 
Nova et al teaches, 

- the screening method is selected from a list of screening methods that can be 
performed by one or more remote screening instruments (column 158, lines 66- 
67, "Find Compound. The... 13804 for "Find"; column 159, lines 1-19, 
"Compound." The software... manual sorting system") 

Regarding claim 45: 
Nova et al teaches, 

- the screening method is automatically defined based on a selection of one or 
more of the starting materials and process conditions (column 127, lines 21-40, 
"Mixtures nucleic acid.. .the hybridizing probe"; column 128, lines 1-19, "Also of 
interest ... the methods herein"; column 129, lines 5-20, "each oligomer is... the 
gene segment") 

Regarding claim 51: 
Nova et al teaches, 

- provide to a remote user at a first location a computer-implemented experiment 
design tool for generating an experiment design defining a set of experiments, 
the experiment design including an experiment matrix having a plurality of matrix 
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elements, one or more starting materials assigned to the matrix elements and 
one or more process conditions to be applied to the matrix elements, each of a 
plurality of matrix elements being defined by a unique combination of starting 
materials and/or process conditions, the experiment design also defining a 
screening method to be applied to generate experimental results (Fig. 35; 
Abstract, "Automated drug discovery... matrices with memories"; column 2, lines 
3-31, "The present invention... biological assay systems"; column 186, lines 33- 
43, "A portion of. . . experiments vi^as 50%") 

- receive at a second location a first user input including an experiment design 
generated by the experiment design tool, the second location being remote from 
the first location (column 5, lines 31-40, "By virtue of.. .with identifying information 
"; column 95, lines 38-48, "Manual sorting... the transferring procedure") 

- direct an automated synthesis instrument to prepare a library of materials 
corresponding to the experiment matrix, the library of materials having a plurality 
of members (column 92, lines 58-65, "A completely automated... microreactor 
carrier tray") 

- direct an automated instrument to apply the process conditions to the members 
of the library of materials to transform at least one of the starting materials into at 
least one product (column 92, lines 65-67, "The microreactor carrier... to each 
microre-"; column 93, lines 1-3, "actor carrier within... onto a shaker") 

- direct an automated screening instrument to apply a first screening method 
defined by the first experiment design to generate experimental results (column 
93, lines 3-9, "Alternatively, a shaker... compound is known") 
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- provide the experimental results to the remote user (column 143. lines 44-67, 
"Once rectified, the... the sample or''; column 144, lines 1-2, "specimen contained 
in. ..and identification number") 

Regarding claim 57: 
Nova et al teaches, 

- in response to receiving the experimental results, generating a second 
experiment design defining one or more additional experiments (column 14, lines 
6-13, "These instruments and... processed an assayed") 

- communicating the second experiment design to the laboratory at the second 
location for execution (column 14, lines 14-28, "A container is... bars are used"; 
column 14, lines 29-35, "Methods for electromagnetically...into the memory") 

- receiving at the first location additional experimental results obtained at the 
laboratory by execution of the additional experiments according to the second 
experiment design (column 14, lines 36-46. "The, thus identified... group are 
provided") 

Regarding claim 58: 

Nova et al teaches, 

- receiving the experimental results includes accessing a results database 
through a remote computer-implemented interactive user interface (column 5, 
lines 31-40, "By virtue of.. .with identifying information "; column 95, lines 38-48, 
"Manual sorting... the transferring procedure"; column 158, lines 47-52, "d. User 
affirms placement. . . a another library") 
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Regarding claim 59: 

Nova et al teaches, 

- in response to providing the experimental results, receive a second user input 
including a second experiment design defining one or more additional 
experiments (column 14, lines 6-13, "These instruments and... processed an 
assayed") 

- prepare a second library of materials based on the second experiment design; 

- apply one or more process conditions specified in the second experiment , 
design to the members of the second library of materials to transform at least one 
of the starting materials into a product and apply a second screening method to 
generate additional experimental results (column 14, lines 14-28, "A container 
is... bars are used"; column 14, lines 29-35, "Methods for electromagnetically ... 
into the memory") 

- provide the additional experimental results to the remote user (column 14, lines 
36-46, 'The, thus identified... group are provided") 

Regarding claim 60: 

The rejection of claim 60 is the same as that for claim 59 as recited above since 
the stated limitation of the claim is set forth in the reference. 
Regarding claim 61: 
Nova et al teaches, 

- the second screening method and the first screening method are different 
(column 125, lines 16-64, "Anti-microbial assays and... different Salmonella 
strains") 
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Regarding claim 62: 

Nova et al teaches, 

- the computer-implemented experiment design tool includes an interactive user 
interface configured to enable the remote user to select materials from a list of 
materials in a remote material inventory (column 41, lines 11-41, "Matrices 
include any... syntheses or reactions"; column 172, lines 42-48, "Calibration files 
are. . . to the X-Y locations") 

Regarding claim 63: 
Nova ef a/ teaches, 

- the computer-implemented experiment design tool includes an interactive user 
interface configured to enable the user to select processing conditions from a list 
of processing conditions that can be implemented by a remote process control 
system (column 171, lines 39-67, "Host controller 12701... of the sorter") 
Regarding claim 64: 

Nova et al teaches, 

- the computer-implemented experiment design tool includes an interactive user 
interface configured to enable the user to select high throughput screening 
methods from a list of screening methods that can be perfonned by one or more 
screening instruments available at a remote laboratory location (column 158, 
lines 66-67, "Find Compound. The... 13804 for "Find"; column 159, lines 1-19, 
"Compound." The software... manual sorting system") 
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Regarding claim 65: 

A/ova et al teaches, 

- the computer-implemented experiment design tool includes an interactive user 
interface configured to access one or more databases of available materials, 
process conditions and high throughput screening methods (column 1 58, lines 
47-52, "d. User affirms placement... a another library") 

Regarding claim 66: 
Nova et al teaches, 

- the first screening method is automatically defined based on one or more of the 
starting materials and process conditions (column 127, lines 21-40, "Mixtures 
nucleic acid... the hybridizing probe"; column 128, lines 1-19, "Also of interest ... 
the methods herein"; column 129, lines 5-20, "each oligomer is... the gene 
segment") 

Regarding claim 68: 

Nova et al teaches, 

- the experimental results are provided to the remote user in a results database 
accessible through a remote computer-implemented interactive user interface 
(column 5, lines 31-40, "By virtue of.. .with identifying Information "; column 95, 
lines 38-48, "Manual sorting... the transferring procedure"; column 158, lines 47- 
52, "d. User affirms placement... a another library") 
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Regarding claim 69: 

A/ova et al teaches, 

- the experiment design tool is provided as a computer program to be executed 
by a computer system at the first location (column 19, lines 54-67, "a manual 
sorter ... encodable. writing to";'column 20, lines 1-3. "the memories, a. ..sorter is 
provided") 

Regarding claim 70: 

Nova et al teaches, 

- the experiment design tool is provided as a computer program executed by a 
server process running at the second location (column 172, lines 1-10. "Sorter 
server 12706 ... within an application") and the remote user accesses the 
experiment design tool using a client process running at the first location (column 
172, lines 49-55, "the Simulator Utility... look up time") 

Regarding claim 71: 
Nova et al teaches, 

- generate at a first location an experiment design defining a set of experiments, 
the experiment design including an experiment matrix having a plurality of 
elements, one or more starting materials assigned to the matrix elements, and 
one or more process conditions to be applied to the matrix elements, each of a 
plurality of matrix elements being defined by a unique combination of starting 
materials and/or process conditions, the experiment design also defining a 
screening method to be applied to generate experimental results (Fig. 35; 
Abstract, "Automated drug discovery... matrices with memories"; column 2, lines 
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3-31, "The present invention... biological assay systems"; column 186, lines 33- 
43, "A portion of... experiments was 50%") 

- communicate the experiment design to a laboratory at a second location for 
execution, the second location being remote from the first location (column 1 3, 
lines 47-67, "Containers, such as... particular protocol, whereby"; column 14, 
lines 1-5, "a sample may... of the sample") 

- receive at the first location experimental results obtained at the laboratory by 
applying the process conditions to a library of materials corresponding to the 
experiment matrix to transform at least one of the starting materials into at least 
one product and applying the specified screening method (column 2, lines 51-67, 
"The provision and ...J. Medicinal"; column 3, lines 1-37, "Chemistry 37:1233- 
1251 1 ... vitro assay systems"; column 81 , lines 43-60, "The structural changes... 
intermediate state"; column 13, lines 47-67, "Containers, such as... particular 
protocol, whereby"; column 14, lipes 1-5, "a sample may. ..of the sample"; column 
143, lines 44-67, "Once rectified, the... the sample or"; column 144, lines 1-2, 
"specimen contained in... and identification number") 

Regarding claim 77: 
Nova et al teaches, 

- the instructions operable to cause a programmable processor to generate an 
experiment design include instructions operable to cause a programmable 
processor to receive input selecting one or more starting materials from a list of 
materials in a remote material inventory (column 41 , lines 1 1-41 , "Matrices 
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include any... syntheses or reactions"; column 172, lines 42-48, "Calibration files 
are... to the X-Y locations") 
Regarding claim 78: 

Nova et al teaches, 

- the instructions operable to cause a programmable processor to generate an 
experiment design include instructions operable to cause a programmable 
processor to receive input selecting one or more processing conditions from a list 
of processing conditions that can be implemented by a remote process control 
system (column 171, lines 39-67, "Host controller 12701... of the sorter") 
Regarding claim 79: 

Nova ef a/ teaches, 

- the instructions operable to cause a programmable processor to generate an 
experiment design include instructions operable to cause a programmable 
processor to receive input selecting a screening method from a list of screening 
methods that can be performed by one or more remote screening instruments 
(column 158, lines 66-67, "Find Compound. The ... 13804 for "Find"; column 
159, lines 1-19, "Compound." The software ... manual sorting system") 
Regarding claim 80: 

Nova et al teaches, 

- the screening method is automatically defined based on a selection of one or 
more of the starting materials and process conditions (column 127, lines 21-40, 
"Mixtures nucleic acid... the hybridizing probe"; column 128, lines 1-19, "Also of 



Application/Control Number: 10/043,515 Page 
Art Unit: 2121 

interest ... the methods herein"; column 129, lines 5-20, "each oligomer is... the 
gene segment") 
Regarding claim 82: 

Nova et al teaches, 

- in response to receiving the experimental results, generate a second 
experiment design defining one or more additional experiments (column 14, lines 
6-13, "These instruments and... processed an assayed") 

- communicate the second experiment design to the laboratory at the second 
location for execution (column 14, lines 14-28, "A container is... bars are used"; 
column 14, lines 29-35, "Methods for electromagnetically...into the memory") 

- receive at the first location additional experimental results obtained at the 
laboratory by execution of the additional experiments according to the second 
experiment design (column 14, lines 36-46, "The, thus identified... group are 
provided") 

Regarding claim 83: 
Nova et al teaches, 

- the instructions operable to cause a programmable processor to receive the 
experimental results include instructions operable to cause a programmable 
processor to access a results database through a remote computer-implemented 
interactive user interface (column 5, lines 31-40, "By virtue of... with identifying 
information "; column 95, lines 38-48, "Manual sorting. ..the transferring 
procedure"; column 158, lines 47-52, "d. User affirms placement... a another 
library") 
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Claim Rejections - 35 USC § 103 

To expedite a complete examination of the instant application, the claims 
rejected under 35 U.S.C. 101 (nonstatutory) above are further rejected as set 
forth below in anticipation of applicant amending these claims to place them 
within the four statutory categories of invention. 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for 

all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically 
disclosed or described as set forth in section 102 of this title, if the 
differences between the subject matter sought to be patented and the 
prior art are such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person having ordinary 
skill in the art to which said subject matter pertains. Patentability shall not 
be negatived by the manner in which the invention was made. 

This application currently names joint inventors. In considering 
patentability of the claims under 35 U.S.C. 103(a), the Office presumes that the 
subject matter of the various claims was commonly owned at the time any 
inventions covered therein were made absent any evidence to the contrary. 
Applicant is advised of the obligation under 37 CFR 1 .56 to point out the inventor 
and invention dates of each claim that was not commonly owned at the time a 
later invention was made In order for the Office to consider the applicability of 35 
U.S.C. 103(cj and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 
103(a). 
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Claims 4-8 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Nova et al in view of Li USPN 4,710,864 "Self-optimizing method and 
machine" (December 1 , 1987) and in further view of Falb USPN 5,849,578 
"Compositions and methods for the treatment and diagnosis of cardiovascular 
using RCHD528 as a target" (December 15, 1998). 
Regarding claim 4: 
Nova et al teaches, 

- providing to a remote user at a first location a computer-implemented 
experiment design tool for generating an experiment design defining a set of 
experiments, the experiment design including electronic data defining an 
experiment matrix having a plurality of matrix elements, one or more starting 
materials assigned to the matrix elements and one or more process conditions to 
be applied to the matrix elements, each of a plurality of matrix elements being 
defined by a unique combination of starting materials and/or process conditions, 
the experiment design also including electronic data defining a screening method 
to be applied to generate experimental results (Fig. 35; Abstract, "Automated 
drug discovery... matrices with memories"; column 2, lines 3-31, "The present 
invention... biological assay systems"; column 186, lines 33-43, "A portion 

of... experiments was 50%") 

- receiving at a second location a first user input including a first experiment 
design generated by the experiment design tool, the first experiment design 
defining a first experiment matrix having a first plurality of matrix elements, a first 
set of one or more starting materials, and a first set of one or more process 
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conditions, the first experiment design also defining a first screening method, the 
second location being remote from the first location (column 5, lines 31-40, "By 
virtue of... with identifying information "; column 95, lines 38-48, "Manual 
sorting... the transferring procedure") 

- preparing a first library of materials at the second location according to the first 
experiment design, the first library of materials corresponding to the experiment 
matrix, the first library of materials having a plurality of members corresponding 
to elements of the first experiment matrix, the plurality of members containing a 
plurality of actual compounds, compositions, materials or mixtures (column 2, 
lines 51-67, "The provision and ...J. Medicinal"; column 3, lines 1-37, "Chemistry 
37:1233-1251 1 ... vitro assay systems") 

- applying the first set of process conditions to the members of the first library of 
materials at the second location to transform at least one of the starting materials 
into at least one product (column 81, lines 43-60, "The structural changes... 
intermediate state") 

- applying the first screening method to the members of the first library of 
materials at the second location to generate experimental results (column 13, 
lines 47-67, "Containers, such as... particular protocol, whereby"; column 14, 
lines 1-5, "a sample may... of the sample") 

- providing electronic data describing the experimental results to the remote user 
at the first location (column 143, lines 44-67, "Once rectified, the... the sample 
or"; column 144, lines 1-2, "specimen contained in... and identification number") 



Application/Control Number: 10/043,515 Page 
Art Unit: 2121 

However, Nova et al doesn't explicitly teach an experiment matrix of at least 50 
elements while Li teaches, 

- the first experiment matrix includes at least 50 elements (Abstract, The 
invention relates... is also disclosed"; column 3, lines 13-48, "This large 
number... tests were made") 

- a variable amount of time before experimental results are available (column 6, 
lines 34-68, "The furnace is... a fixed number"; column 7, lines 1-25, "m of 
variables... always maintained optimal") 

Falb teaches, 

- the experimental results are provided to the user within 20 days from 
preparation of the first library (column 80, lines 26-62, "Hybridizations were 
performed... cells and macrophages") 

Motivation - The portions of the claimed method would have been highly 
desirable features in this art for discovering and evaluating novel genes and gene 
products {Falb, column 6, lines 38-64, "The invention is... the known genes") and 
providing optimization status (L/, column 5, lines 50-56, "A further 
object... retesting and reoptimizing"). Therefore, it would have been obvious to 
one of ordinary skill in the art at the time the invention was made, to modify Nova 
et al as taught by Li and Falb for the purpose of discovering and evaluating novel 
genes and gene products as well as providing optimization status. 
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Regarding claim 5: 

The rejection of claim 5 is similar to that for claims 1 and 4 as recited above since 
the stated limitations of the claim are set forth in the references. Claim 5's 
limitations difference is taught in Li: 

- the first experiment matrix includes at least 96 elements (Abstract, The 
invention relates... is also disclosed"; column 3, lines 13-48, "This large 
number. . . tests were made") 

- a variable amount of time before experimental results are available (column 6, 
lines 34-68, "The furnace is... a fixed number"; column 7, lines 1-25, "m of 
variables. . . always maintained optimal") 

Falb: 

- the experimental results are provided to the user within 10 days from 
preparation of the first library (column 80, lines 26-62, "Hybridizations were 
performed... cells and macrophages") 

Regarding claim 6: 

The rejection of claim 6 is similar to that for claims 1 and 4 as recited above since 
the stated limitations of the claim are set forth in the references. Claim 6's 
limitations difference is taught in U\ 

- the first experiment matrix includes at least 96 elements (Abstract, "The 
invention relates... is also disclosed"; column 3, lines 13-48, "This large 
number... tests were made") 
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- a variable amount of time before experimental results are available (column 6, 
lines 34-68, "The furnace is... a fixed number"'; column 7, lines 1-25, "m of 
variables... always maintained optimal") 

Falb: 

- the experimental results are provided to the user within 50 days from 
preparation of the first library (column 80, lines 26-62, "Hybridizations were 
performed... cells and macrophages") 

Regarding claim 7: 

The rejection of claim 7 is similar to that for claims 1 and 4 as recited above since 
the stated limitations of the claim are set forth in the references. Claim 7's 
limitations difference is taught in U: 

- the first experiment matrix includes more than 127 elements (Abstract, "The 
invention relates... is also disclosed"; column 3, lines 13-48, "This large 
number... tests were made") 

- a variable amount of time before experimental results are available (column 6, 
lines 34-68, "The furnace is... a fixed number"; column 7, lines 1-25, "m of 
variables... always maintained optimal") 

Falb teaches, 

- the experimental results are provided to the user within 20 days from 
preparation of the first library (column 80, lines 26-62, "Hybridizations were 
performed... cells and macrophages") 
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Regarding claim 8: 

The rejection of claim 8 is similar to that for claims 1 and 4 as recited above since 
the stated limitations of the claim are set forth in the references. Claim 8's 
limitations difference is taught in Li: 

- the first experiment matrix includes more than 127 elements (Abstract, "The 
invention relates... is also disclosed"; column 3, lines 13^8, "This large 
number. . . tests were made") 

- a variable amount of time before experimental results are available (column 6, 
lines 34-68, "The furnace is... a fixed number"; column 7, lines 1-25, "m of 
variables... always maintained optimal") 
Falb teaches, 

- the experimental results are provided to the user within 10 days from 
preparation of the first library (column 80, lines 26-62, "Hybridizations were 
performed... cells and macrophages") 

Claims 22-23 and 46 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Nova et al in view of Lennon et al "Using a Distributed Mini- 
Computer Network to Automate a Biochemical Laboratory" (March 1976). 
Regarding claim 22: 
Nova et al teaches, 

- providing to a remote user at a first location a computer-implemented 
experiment design tool for generating an experiment design defining a set of 
experiments, the experiment design including electronic data defining an 
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experiment matrix having a plurality of matrix elements, one or more starting 
materials assigned to the matrix elements and one or more process conditions to 
be applied to the matrix elements, each of a plurality of matrix elements being 
defined by a unique combination of starting materials and/or process conditions, 
the experiment design also including electronic data defining a screening method 
to be applied to generate experimental results (Fig. 35; Abstract, "Automated 
drug discovery... matrices with memories"; column 2, lines 3-31, "The present 
invention... biological assay systems"; column 186, lines 33-43, "A portion 
of... experiments was 50%") 

- receiving at a second location a first user input including a first experiment 
design generated by the experiment design tool, the first experiment design 
defining a first experiment matrix having a first plurality of matrix elements, a first 
set of one or more starting materials, and a first set of one or more process 
conditions, the first experiment design also defining a first screening method, the 
second location being remote from the first location (column 5, lines 31-40, "By 
virtue of... with identifying information "; column 95, lines 38-48, "Manual 
sorting... the transferring procedure") 

- preparing a first library of materials at the second location according to the first 
experiment design, the first library of materials corresponding to the experiment 
matrix, the first library of materials having a plurality of members corresponding 
to elements of the first experiment matrix, the plurality of members containing a 
plurality of actual compounds, compositions, materials or mixtures (column 2, 
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lines 51-67. "The provision and ...J. Medicinal"; column 3, lines 1-37, "Chemistry 
37:1233-1251 1 ... vitro assay systems") 

- applying the first set of process conditions to the members of the first library of 
materials at the second location to transform at least one of the starting materials 
into at least one product (column 81. lines 43-60, "The structural changes... 
intermediate state") 

- applying the first screening method to the members of the first library of 
materials at the second location to generate experimental results (column 13, 
lines 47-67, "Containers, such as... particular protocol, whereby"; column 14, 
lines 1 -5, "a sample may . . . of the sample") 

- providing electronic data describing the experimental results to the remote user 
at the first location (column 143, lines 44-67, "Once rectified, the... the sample 
or"; column 144, lines 1-2, "specimen contained in... and identification number") 
However, Nova et al doesn't explicitly teach experiment execution requests 
submitted over a network while Lennon et al teaches, 

- the computer-implemented experiment design tool is configured to enable the 
remote user to generate an experiment request for execution of the set of 
experiments defined by the first experiment design for submission over a 
computer network, the experiment request including electronic data embodying 
the first experiment design (page 159, THE LABORATORY CONTROL 
SYSTEM' section, paragraphs 1-2, "The realization of... approach highly 
effective"; page 160, paragraphs 1-3, "A sequential process...? data-base 
manager") 
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Motivation - The portions of tlie claimed method would have been highly 
desirable features in this art for supporting either integrated or independent 
activities {Lennon etal, page 156, 'INTRODUCTION' section, paragraph 2, 
"Because the distributed ... reliable and flexible manner"). Therefore, it would 
have been obvious to one of ordinary skill in the art at the time the invention was 
made, to modify Nova et al as taught by Lennon et al for the purpose of 
supporting integrated/independent activities. 
Regarding claim 23: 

The rejection of claim 23 is similar to that for claim 22 as recited above since the 
stated limitations of the claim are set forth in the references. Claim 23's 
limitations difference is taught in Lennon et al: 

- the first experiment design is received from the remote user over a computer 
network (page 160, 'NETWORK COMMUNICATION SOFTWARE' section, 
paragraphs 1-3, "We have three... general interprocess communications") 
Regarding claim 46: 
A/ova ef a/ teaches, 

- generating at a first location an experiment design defining a set of 
experiments, the experiment design including an experiment matrix having a 
plurality of elements, one or more starting materials assigned to the matrix 
elements, and one or more process conditions to be applied to the matrix 
elements, each of a plurality of matrix elements being defined by a unique 
combination of starting materials and/or process conditions, the experiment 
design also defining a screening method to be applied to generate experimental 
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results (Fig. 35; Abstract, "Automated drug discovery... matrices with memories"; 
column 2, lines 3-31, "The present invention... biological assay systems"; column 
186, lines 33-43, "A portion of... experiments was 50%") 

- communicating the experiment design to a laboratory at a second location for 
execution, the second location being remote from the first location (column 13, 
lines 47-67, "Containers, such as... particular protocol, whereby"; column 14, 
lines 1-5, "a sample may... of the sample") 

- receiving at the first location experimental results obtained at the laboratory by 
applying the process conditions to a library of materials corresponding to the 
experiment matrix to transform at least one of the starting materials into at least 
one product and applying the specified screening method (column 2, lines 51-67, 
"The provision and ...J. Medicinal"; column 3, lines 1-37, "Chemistry 37:1233- 
12511 ... vitro assay systems"; column 81, lines 43-60, "The structural changes... 
intermediate state"; column 13. lines 47-67, "Containers, such as... particular 
protocol, whereby"; column 14, lines 1-5, "a sample may... of the sample"; column 
143, lines 44-67, "Once rectified, the... the sample or"; column 144, lines 1-2, 
"specimen contained in... and identification number") 

However, Nova et al doesn't explicitly teach experiment execution requests 
submitted over a network while Lennon et al teaches, 

- the experiment design tool is communicated to the remote laboratory over a 
computer network (page 160, 'NETWORK COMMUNICATION SOFTWARE 
section, paragraphs 1-3, "We have three ... general interprocess 
communications") 
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Motivation - The portions of the claimed method would have been highly 
desirable features in this art for supporting either integrated or independent 
activities {Lennon etal, page 156, 'INTRODUCTION' section, paragraph 2, 
"Because the distributed ... reliable and flexible manner"'). Therefore, it vvould 
have been obvious to one of ordinary skill in the art at the time the invention was 
made, to modify Nova et al as taught by Lennon et al for the purpose of 
supporting integrated/independent activities. 

Claim 25 and 28 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Nova et al in view of Allen et al USPN 5,969,121 "Stable 
biocatalysts for ester hydrolysis" (October 19, 1999). 
Regarding claim 25: 
Nova et al teaches, 

- providing to a remote user at a first location a computer-implemented 
experiment design tool for generating an experiment design defining a set of 
experiments, the experiment design including electronic data defining an 
experiment matrix having a plurality of matrix elements, one or more starting 
materials assigned to the matrix elements and one or more process conditions to 
be applied to the matrix elements, each of a plurality of matrix elements being 
defined by a unique combination of starting materials and/or process conditions, 
the experiment design also including electronic data defining a screening method 
to be applied to generate experimental results (Fig. 35; Abstract, "Automated 
drug discovery... matrices with memories"; column 2, lines 3-31, "The present 
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invention... biological assay systems"; column 186, lines 33-43, "A portion 
of. . . experiments was 50%") 

- receiving at a second location a first user input including a first experiment 
design generated by the experiment design tool, the first experiment design 
defining a first experiment matrix having a first plurality of matrix elements, a first 
set of one or more starting materials, and a first set of one or more process 
conditions, the first experiment design also defining a first screening method, the 
second location being remote from the first location (column 5, lines 31-40, "By 
virtue of... with identifying infomiation "; column 95, lines 38-48, "Manual 
sorting... the transferring procedure") 

- preparing a first library of materials at the second location according to the first 
experiment design, the first library of materials corresponding to the experiment 
matrix, the first library of materials having a plurality of members corresponding 
to elements of the first experiment matrix, the plurality of members containing a 
plurality of actual compounds, compositions, materials or mixtures (column 2, 
lines 51-67, "The provision and ...J. Medicinal"; column 3, lines 1-37, "Chemistry 
37:1233-1251 1 ... vitro assay systems") 

- applying the first set of process conditions to the members of the first library of 
materials at the second location to transform at least one of the starting materials 
into at least one product (column 81 , lines 43-60, "The structural changes... 
intermediate state") 

- applying the first screening method to the members of the first library of 
materials at the second location to generate experimental results (column 13, 
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lines 47-67, "Containers, such as... particular protocol, whereby"; column 14, 
lines 1-5, "a sample may... of the sample") 

- providing electronic data describing the experimental results to the remote user 
at the first location (column 143, lines 44-67, "Once rectified, the... the sample 
or"; column 144, lines 1-2, "specimen contained in.. .and identification number") 
However, Nova et al doesn't explicitly teach chemicatalysis or biocatalysis while 
Allen et al teaches, 

- the first experiment design defines a set of experiments directed to 
chemicatalysis or biocatalysis (column 10, lines 4-13, "The instant 
invention... isolated enzyme preparations") 

Motivation - The portions of the claimed method would have been highly 
desirable features in this art for adding stability and functionality {Allen et al, 
column 10, lines 14-31, "The results of. ..slightly below neutral"). Therefore, it 
would have been obvious to one of ordinary skill in the art at the time the 
invention was made, to modify Nova et al as taught by Allen et al for the purpose 
of adding stability and functionality. 
Regarding claim 28: 
Nova et al teaches, 

- providing to a remote user at a first location a computer-implemented 
experiment design tool for generating an experiment design defining a set of 
experiments, the experiment design including electronic data defining an 
experiment matrix having a plurality of matrix elements, one or more starting 
materials assigned to the matrix elements and one or more process conditions to 
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be applied to the matrix elements, each of a plurality of matrix elements being 
defined by a unique combination of starting materials and/or process conditions, 
the experiment design also including electronic data defining a screening method 
to be applied to generate experimental results (Fig. 35; Abstract, "Automated 
drug discovery... matrices with memories"; column 2, lines 3-31, "The present 
invention... biological assay systems"; column 186, lines 33-43, "A portion 
of... experiments was 50%") 

- receiving at a second location a first user input including a first experiment 
design generated by the experiment design tool, the first experiment design 
defining a first experiment matrix having a first plurality of matrix elements, a first 
set of one or more starting materials, and a first set of one or more process 
conditions, the first experiment design also defining a first screening method, the 
second location being remote from the first location (column 5. lines 31-40, "By 
virtue of... with identifying information "; column 95, lines 38-48, "Manual 
sorting... the transferring procedure") 

- preparing a first library of materials at the second location according to the first 
experiment design, the first library of materials corresponding to the experiment 
matrix, the first library of materials having a plurality of members corresponding 
to elements of the first experiment matrix, the plurality of members containing a 
plurality of actual compounds, compositions, materials or mixtures (column 2, 
lines 51-67, "The provision and ...J. Medicinal"; column 3, lines 1-37, "Chemistry 
37: 1 233-1 251 1 . . . vitro assay systems") 
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- applying the first set of process conditions to the members of the first library of 
materials at the second location to transform at least one of the starting materials 
into at least one product (column 81 , lines 43-60, "The structural changes... 
intermediate state") 

- applying the first screening method to the members of the first library of 
materials at the second location to generate experimental results (column 13, 
lines 47-67, "Containers, such as... particular protocol, whereby"; column 14, 
lines 1-5, "a sample may... of the sample") 

- providing electronic data desaibing the experimental results to the remote user 
at the first location (column 143, lines 44-67, "Once rectified, the... the sample 
or"; column 144, lines 1-2, "specimen contained in. ..and identification number") • 

- the first experiment design defines a set of experiments directed to optimization 
of a chemical synthetic process (column 2, lines 3-31 , "The present 
invention... biological assay systems"; column 186, lines 33-43, "A portion 

of... experiments was 50%") 

However, Nova et al doesn't explicitly teach the preparation of fine chemicals 
while Allen et al teaches, 

- the set of experiments is directed to the preparation of fine chemicals (column 
4, lines 57-67, "the instant disclosure... fits the structural"; column 5, lines 1-7, 
"parameters of the... limited in solvent") 

Motivation - The portions of the claimed method would have been highly 
desirable features in this art for adding stability and functionality {Allen et al, 
column 10, lines 14-31, "The results of... slightly below neutral"). Therefore, it 
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would have been obvious to one of ordinary skill in the art at the time the 
invention was made, to modify Nova et al as taught by Allen et al for the purpose 
of adding stability and functionality. 

Claim 30 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Nova et al in view of Chen et al USPN 5,569,799 "Process for the production of 
chlorinated hydrocarbons and alkenes" (October 29, 1996). 
Regarding claim 30: 
Nova et al teaches, 

- providing to a remote user at a first location a computer-implemented 
experiment design tool for generating an experiment design defining a set of 
experiments, the experiment design including electronic data defining an 
experiment matrix having a plurality of matrix elements, one or more starting 
materials assigned to the matrix elements and one or more process conditions to 
be applied to the matrix elements, each of a plurality of matrix elements being . 
defined by a unique combination of starting materials and/or process conditions, 
the experiment design also including electronic data defining a screening method 
to be applied to generate experimental results (Fig. 35; Abstract, "Automated 
drug discovery,.. matrices with memories"; column 2, lines 3-31, "The present 
invention... biological assay systems"; column 186, lines 33-43, "A portion 

of... experiments was 50%") 

- receiving at a second location a first user input including a first experiment 
design generated by the experiment design tool, the first experiment design 
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defining a first experiment matrix having a first plurality of matrix elements, a first 
set of one or more starting materials, and a first set of one or more process 
condifions, the first experiment design also defining a first screening method, the 
second location being remote from the first location (column 5, lines 31-40, "By 
virtue of... with identifying information "; column 95, lines 38-48, "Manual 
sorting.. .the transferring procedure") 

- preparing a first library of materials at the second location according to the first 
experiment design, the first library of materials corresponding to the experiment 
matrix, the first library of materials having a plurality of members corresponding 
to elements of the first experiment matrix, the plurality of members containing a 
plurality of actual compounds, compositions, materials or mixtures (column 2, 
lines 51-67, "The provision and ...J. Medicinal"; column 3, lines 1-37, "Chemistry 
37:1233-1251 1 ... vitro assay systems") 

- applying the first set of process conditions to the members of the first library of 
materials at the second location to transform at least one of the starting materials 
into at least one product (column 81 , lines 43-60, "The structural changes... 
intermediate state") 

- applying the first screening method to the members of the first library of 
materials at the second location to generate experimental results (column 13, 
lines 47-67, "Containers, such as... particular protocol, whereby"; column 14, 
lines 1 -5, "a sample may. . . of the sample") 
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- providing electronic data describing the experimental results to the remote user 
at the first location (column 143, lines 44-67, "Once rectified, the... the sample 
or"; column 144, lines 1-2, "specimen contained in... and identification number") 

- the first experiment design defines a set of experiments directed to optimization 
of a chemical synthetic process (column 2, lines 3-31 , "The present 
invention... biological assay systems"; column 186, lines 33-43, "A portion 
of... experiments was 50%") 

However, Nova et al doesn't explicitly teach the preparation of commodity 
chemicals while Chen et al teaches, 

- the set of experiments is directed to the preparation of commodity chemicals 
(column 1, lines 43-58, "Chloroethene, known as ... ethylene as feedstock") 
Motivation - The portions of the claimed method would have been highly 
desirable features in this art for recovering of process materials {Chen et al, 
column 3, lines 28^3, "This new process... make-up chlorine source"). 
Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made, to modify Nova et al as taught by Chen et al for the 
purpose of recovering process materials. 



Claim 17-21, 53-56, 67 and 72-76 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Nova et al in view of Lorenzen et al USPN 5,253,331 
"Expert system for statistical design of experiments" (Oct. 12, 1993). 
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Regarding claim 17: 

Nova et al teaches, 

- providing to a remote user at a first location a computer-Implemented 
experiment design tool for generating an experiment design defining a set of 
experiments, the experiment design including electronic data defining an 
experiment matrix having a plurality of matrix elements, one or more starting 
materials assigned to the matrix elements and one or more process conditions to 
be applied to the matrix elements, each of a plurality of matrix elements being 
defined by a unique combination of starting materials and/or process conditions, 
the experiment design also including electronic data defining a screening method 
to be applied to generate experimental results (Fig. 35; Abstract, "Automated 
drug discovery... matrices with memories"; column 2, lines 3-31, "The present 
invention... biological assay systems"; column 186, lines 33-43, "A portion 

of ... experiments was 50%") 

- receiving at a second location a first user input including a first experiment 
design generated by the experiment design tool, the first experiment design 
defining a first experiment matrix having a first plurality of matrix elements, a first 
set of one or more starting materials, and a first set of one or more process 
conditions, the first experiment design also defining a first screening method, the 
second location being remote from the first location (column 5, lines 31-40, "By 
virtue of... with identifying information "; column 95, lines 38-48, "Manual 
sorting... the transferring procedure") 
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- preparing a first library of materials at the second location according to the first 
experiment design, the first library of materials corresponding to the experiment 
matrix, the first library of materials having a plurality of members corresponding 
to elements of the first experiment matrix, the plurality of members containing a 
plurality of actual compounds, compositions, materials or mixtures (column 2, 
lines 51-67, "The provision and ...J. Medicinal"; column 3, lines 1-37, "Chemistry 
37: 1 233-1 251 1 . . . vitro assay systems") 

- applying the first set of process conditions to the members of the first library of 
materials at the second location to transform at least one of the starting materials 
into at least one product (column 81, lines 43-60, "The structural changes... 
intermediate state") 

- applying the first screening method to the members of the first library of 
materials at the second location to generate experimental results (column 13, 
lines 47-67, "Containers, such as... particular protocol, whereby"; column 14, 
lines 1-5, "a sample may... of the sample") 

- providing electronic data describing the experimental results to the remote user 
at the first location (column 143, lines 44-67, "Once rectified, the... the sample 
or"; column 144, lines 1-2, "specimen contained in... and identification number") 

- the first screening method is a high throughput screening method (column 2, 
lines 3-31, "The present invention... biological assay systems") 

- evaluating the first experiment design before preparing the first library of 
materials to generate an experimental plan including electronic data describing a 
proposed execution of the set of experiments (column 21, lines 18-63, "an 
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improvement of... with each compound"; column 95, lines 66-67, "This manual 
systerTi...MICROTUBE™ MICROBEAD™, or^'; column 96, lines 1-9, 
"MICROBALL™ microreactors. read/write") 

- providing the experimental plan to the remote user (column 21 , lines 5-17, "Also 
provided are... as provided herein") 

However, Nova et al doesn't explicitly teach receiving an input from the user in 
response to the experimental plan, wherein the preparing the library of materials, 
the applying the process conditions, the applying the screening method, and the 
providing the experimental results are only performed when the user approves of 
the experimental plan while Lorenzen et al teaches, 

- receiving an input (Fig. 1 , step 10) from the user in response to the 
experimental plan, wherein the preparing the library of materials, the applying the 
process conditions, the applying the screening method, and the providing the 
experimental results (column 13, lines 48-51, "Once the user approves ... order 
to run them") are only performed when the user approves of the experimental 
plan (column 3, lines 3-28, The inputs of step 10 ... using the SAS package") 
Motivation - The portions of the claimed method would have been highly 
desirable features in this art for keeping the experiment cost within budget 
{Lorenzen et al, column 13, lines 21-25, "Once the user has ... one of several 
ways"). Therefore, it would have been obvious to one of ordinary skill in the art 
at the time the invention was made, to modify Nova et al as taught by Lorenzen 
et al for the purpose of keeping the experiment cost within budget. 
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Regarding claim 18: 

The rejection of claim 18 is similar to that for claim 17 as recited above since the 
stated limitations of the claim are set forth in the references. Claim 1 8's 
limitations difference is taught in Nova et ah 

- evaluating the first experiment design includes generating an estimate of time 
and/or cost to perform the set of experiments defined by the first experiment 
design (column 120, lines 34-57, "A sample of... quantitated in duplicate"; column 
45, lines 24-44, "Extrusion is one... the MICROTUBE microreactor'') 
Regarding claim 19: 

The rejection of claim 1 9 is similar to that for claim 1 7 as recited above since the 
stated limitations of the claim are set forth in the references. Claim 1 9's 
limitations difference is taught in Nova et al: 

- evaluating the first experiment design includes determining whether the design 
conforms to a set of experiment parameters, and, if not, communicating to the 
remote user that one or more experiments defined by the experiment design 
cannot be executed (column 6, lines 31-36, "In certain embodiments ... in the 
memory"; column 95, lines 66-67, "This manual system... MICROTUBE™, 
MICROBEAD™, or''; column 96, lines 1-9, "MICROBALL™ microreactors, 
read/write") 
Regarding claim 20: 

The rejection of claim 20 is similar to that for claim 19 as recited above since the 
stated limitations of the claim are set forth in the references. Claim 20's 
limitations difference is taught in Nova et al: 
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- determining whether the design conforms to the set of experiment parameters 
includes determining whether the assigned starting materials specified in the first 
experiment design are present in an inventory of materials (column 8, lines 33- 
53, "The data storage... one matrix particle") 

Regarding claim 21: 

The rejection of claim 21 is similar to that for claim 19 as recited above since the 
stated limitations of the claim are set forth in the references. Claim 21 's 
limitations difference is taught in Nova et al: 

- evaluating the first experiment design includes determining whether the 
assigned starting materials have chemical or physical properties falling within a 
predetermined set of chemical or physical properties (column 8, lines 33-53, "The 
data storage. . . one matrix particle") 

Regarding claim 53: 
Nova et al teaches, 

- generating at a first location an experiment design defining a set of 
experiments, the experiment design including an experiment matrix having a 
plurality of elements, one or more starting materials assigned to the matrix 
elements, and one or more process conditions to be applied to the matrix 
elements, each of a plurality of matrix elements being defined by a unique 
combination of starting materials and/or process conditions, the experiment 
design also defining a screening method to be applied to generate experimental 
results (Fig. 35; Abstract, "Automated drug discovery... matrices with memories"; 
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column 2, lines 3-31, "The present invention... biological assay systems"; column 
186, lines 33-43, "A portion of... experiments was 50%") 

- communicating the experiment design to a laboratory at a second location for 
execution, the second location being remote from the first location (column 13, 
lines 47-67, "Containers, such as... particular protocol, whereby"; column 14, 
lines 1-5, "a sample may... of the sample") 

- receiving at the first location experimental results obtained at the laboratory by 
applying the process conditions to a library of materials corresponding to the 
experiment matrix to transform at least one of the starting materials into at least 
one product and applying the specified screening method (column 2, lines 51-67, 
"The provision and ...J. Medicinal"; column 3, lines 1-37, "Chemistry 37:1233- 
12511... vitro assay systems"; column 81, lines 43-60, "The structural changes... 
intermediate state"; column 13, lines 47-67, "Containers, such as... particular 
protocol, whereby"; column 14. lines 1-5, "a sample may... of the sample"; column 
143, lines 44-67, "Once rectified, the... the sample or"; column 144, lines 1-2, 
"specimen contained in... and identification number") 

However, Nova et al doesn't explicitly teach receiving at the first location an 
experimental plan describing a proposed execution of the set of experiments and 
if the proposed execution of the set of experiments is acceptable, communicating 
an approval of the experimental plan to the laboratory while Lorenzen et al 
teaches, 

- receiving at the first location an experimental plan describing a proposed 
execution of the set of experiments and if the proposed execution of the set of 
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experiments is acceptable, communicating an approval of the experimental plan 
to the laboratory (Fig. 1; column 13, lines 48-51, "Once the user approves ... 
order to run them"; column 3, lines 3-28, "The inputs of step 10 ... using the SAS 
package") 

Motivation - The portions of the claimed method would have been highly 
desirable features in this art for keeping the experiment cost v^^ithin budget 
{Lorenzen etal, column 13, lines 21-25, "Once the user has ... one of several 
ways"). Therefore, it would. have been obvious to one of ordinary skill in the art 
at the time the invention was made, to modify Nova et al as taught by Lorenzen 
et al for the purpose of keeping the experiment cost within budget. 
Regarding claim 54: 

The rejection of claim 54 is similar that for claim 53 as recited above since the 
stated limitations of the claim are set forth in the references. Claim 54's 
limitations difference is taught in Nova et al: 

- the experimental plan includes an indication whether the design conforms to a 
set of experiment parameters (column 6, lines 31-36, "In certain embodiments ... 
in the memory"; column 95, lines 66-67, "This manual system... MICROTUBE™, 
MICROBEAD™, or"; column 96, lines 1-9, "MICROBALL™ microreactors, 
read/write") 
Regarding claim 55: 

The rejection of claim 55 is similar that for claim 53 as recited above since the 
stated limitations of the claim are set forth in the references. Claim 55's 
limitations difference is taught in Nova et al: 
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- the experimental plan includes an indication whether the assigned starting 
materials specified in the first experiment design are present in an inventory of 
materials (column 8, lines 33-53, "The data storage... one matrix particle") 
Regarding claim 56: 

The rejection of claim 56 is similar that for claim 53 as recited above since the 
stated limitations of the claim are set forth in the references. Claim 56's 
limitations difference is taught in Nova et ah 

- the experimental plan includes an indication whether the assigned starting 
materials have chemical or physical properties falling within a predetermined set 
of chemical or physical properties (column 8, lines 33-53, "The data 

storage. . . one matrix particle") 
Regarding claim 67: 
Nova et al teaches, 

- provide to a remote user at a first location a computer-implemented experiment 
design tool for generating an experiment design defining a set of experiments, 
the experiment design including an experiment matrix having a plurality of matrix 
elements, one or more starting materials assigned to the matrix elements and 
one or more process conditions to be applied to the matrix elements, each of a 
plurality of matrix elements being defined by a unique combination of starting 
materials and/or process conditions, the experiment design also defining a 
screening method to be applied to generate experimental results (Fig. 35; 
Abstract, "Automated drug discovery... matrices with memories"; column 2, lines 
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3-31, "The present invention... biological assay systems"; column 186, lines 33- 
43, "A portion of... experiments was 50%") 

- receive at a second location a first user input including an experiment design 
generated by the experiment design tool, the second location being remote from 
the first location (column 5, lines 31-40, "By virtue of... with identifying information 
"; column 95, lines 38-48, "Manual sorting... the transferring procedure") 

- direct an automated synthesis instrument to prepare a library of materials 
corresponding to the experiment matrix, the library of materials having a plurality 
of members (column 92, lines 58-65, "A completely automated... microreactor 
carrier tray") 

- direct an automated instrument to apply the process conditions to the members 
of the library of materials to transform at least one of the starting materials into at 
least one product (column 92, lines 65-67, "The microreactor carrier... to each 
microre-"; column 93, lines 1-3, "actor carrier within... onto a shaker*) 

- direct an automated screening instrument to apply a first screening method 
defined by the first experiment design to generate experimental results (column 
93, lines 3-9, "Alternatively, a shaker... compound is known") 

- provide the experimental results to the remote user (column 143, lines 44-67, 
"Once rectified, the... the sample or"; column 144, lines 1-2, "specimen contained 
in... and identification number") 

However, Nova et al doesn't explicitly teach evaluate the first experiment design 
before preparing the library of materials to generate an experimental plan 
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describing a proposed execution of the set of experiments and provide the 
experimental plan to the remote user while Lorenzen et al teaches, 

- evaluate the first experiment design before preparing the library of materials to 
generate an experimental plan describing a proposed execution of the set of 
experiments and provide the experimental plan to the remote user (Fig. 1 ; 
column 13, lines 48-51, "Once the user approves ... order to run them"; column 
3, lines 3-28, "The inputs of step 10 ... using the SAS package") ' 
Motivation - The portions of the claimed medium would have been highly 
desirable features in this art for keeping the experiment cost within budget 
{Lorenzen et al, column 13, lines 21-25, "Once the user has ... one of several 
ways"). Therefore, it would have been obvious to one of ordinary skill in the art 
at the time the invention was made, to modify Nova et al as taught by Lorenzen 
et a/ for the purpose of keeping the experiment cost within budget. ' 
Regarding claim 72: 

Nova et al teaches, 

- generate at a first location an experiment design defining a set of experiments, 
the experiment design including an exp'eriment matrix having a plurality of 
elements, one or more starting materials assigned to the matrix elements, and 
one or more process conditions to be applied to the matrix elements, each of a 
plurality of matrix elements being defined by a unique combination of starting 
materials and/or process conditions, the experiment design also defining a 
screening method to be applied to generate experimental results (Fig. 35; 
Abstract, "Automated drug discovery... matrices with memories"; column 2, lines 
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3-31, "The present invention... biological assay systems"; column 186, lines 33- 
43, "A portion of. . . experiments was 50%") 

- communicate the experiment design to a laboratory at a second location for 
execution, the second location being remote from the first location (column 13, 
lines 47-67, "Containers, such as... particular protocol, whereby"; column 14, 
lines 1-5, "a sample may... of the sample") 

- receive at the first location experimental results obtained at the laboratory by 
applying the process conditions to a library of materials corresponding to the 
experiment matrix to transform at least one of the starting materials into at least 
one product and applying the specified screening method (column 2, lines 51-67, 
"The provision and ... J. Medicinar; column 3, lines 1-37, "Chemistry 37:1233- 
1251 1 ... vitro assay systems"; column 81 , lines 43-60, "The structural changes... 
intermediate state"; column 13, lines 47-67, "Containers, such as... particular 
protocol, whereby"; column 14, lines 1-5, "a sample may... of the sample"; column 
143, lines 44-67, "Once rectified, the... the sample or"; column 144, lines 1-2, 
"specimen contained in... and identification number") 
However, Nova et al doesn't explicitly teach receive at the first location an 
experimental plan describing a proposed execution of the set of experiments and 
in response to input indicating that the proposed execution of the set of 
experiments is acceptable, communicate an approval of the experimental plan to 
the laboratory while Lorenzen et al teaches, 

- receive at the first location an experimental plan describing a proposed 
execution of the set of experiments and in response to input indicating that the 
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proposed execution of the set of experiments is acceptable, communicate an 
approval of the experimental plan to the laboratory (Fig. 1; column 13, lines 48- 
51 , "Once the user approves ... order to run them"; column 3, lines 3-28, "The 
inputs of step 10 ... using the SAS package") 

Motivation - The portions of the claimed medium v/ould have been highly 
desirable features in this art for keeping the experiment cost within budget 
{Lorenzen et al, column 13, lines 21-25, "Once the user has ... one of several 
ways"). Therefore, it would have been obvious to one of ordinary skill in the art 
at the time the invention was made, to modify Nova et al as taught by Lorenzen 
et al for the purpose of keeping the experiment cost within budget. 
Regarding claim 73: 

The rejection of claim 73 is similar to that for claim 72 as recited above since the 
stated limitations of the claim are set forth in the references. Claim 73's 
limitations difference is taught in Nova etal: 

- the experimental plan includes an estimate of time and/or cost to perform the 
set of experiments (column 120, lines 34-57, "A sample of...quantitated in 
duplicate"; column 45, lines 24-44, "Extrusion is one... the MICROTUBE 
microreactor") 
Regarding claim 74: 

The rejection of claim 74 is similar to that for claim 72 as recited above since the 
stated limitations of the claim are set forth in the references. Claim 74's 
limitations difference is taught in Nova et al: 
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- the experimental plan includes an indication whether the design conforms to a 
set of experiment parameters (column 6, lines 31-36, "In certain embodiments ... 
in the memory"; column 95, lines 66-67, "This manual system... MICROTUBE™. 
MICROBEAD™, or''; column 96, lines 1-9, "MICROBALL™ microreactors, 
read/write") 

Regarding claim 75: 

The rejection of claim 75 is similar to that for claim 72 as recited above since the 
stated limitations of the claim are set forth in the references. Claim 75's 
limitations difference is taught in Nova et ah 

- the experimental plan includes an indication whether the assigned starting 
materials specified in the first experiment design are present in an inventory of 
materials (column 8, lines 33-53, "The data storage... one matrix particle") 
Regarding claim 76: 

The rejection of claim 76 is similar to that for claim 72 as recited above since the 
stated limitations of the claim are set forth in the references. Claim 76's 
limitations difference is taught in Nova et ah 

- the experimental plan includes an indication whether the assigned starting 
materials have chemical or physical properties falling within a predetermined set 
of chemical or physical properties (column 8, lines 33-53, "The data 

storage . . . one matrix particle") 

Claim 81 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Nova et al in view of Lorenzen et al and in further view of Lennon et ah 
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Regarding claim 81: 

Nova et al teaches, 

- generate at a first location an experiment design defining a set of experiments, 
the experiment design including an experiment matrix having a plurality of 
elements, one or more starting materials assigned to the matrix elements, and 
one or more process conditions to be applied to the matrix elements, each of a 
plurality of matrix elements being defined by a unique combination of starting 
materials and/or process conditions, the experiment design also defining a 
screening method to be applied to generate experimental results (Fig. 35; 
Abstract. "Automated drug discovery... matrices with memories"; column 2, lines 
3-31, "The present invention... biological assay systems"; column 186, lines 33- 
43, "A portion of... experiments was 50%") 

- communicate the experiment design to a laboratory at a second location for 
execution, the second location being remote from the first location (column 13, 
lines 47-67, "Containers, such as... particular protocol, whereby"; column 14, 
lines 1-5, "a sample may... of the sample") 

- receive at the first location experimental results obtained at the laboratory by 
applying the process conditions to a library of materials corresponding to the 
experiment matrix to transform at least one of the starting materials into at least 
one product and applying the specified screening method (column 2, lines 51-67, 
"The provision and ...J. Medicinal"; column 3. lines 1-37. "Chemistry 37:1233- 
12511 ... vitro assay systems"; column 81, lines 43-60, "The structural changes... 
intermediate state"; column 13, lines 47-67, "Containers, such as... particular 
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protocol, whereby"; column 14, lines 1-5, "a sample may... of the sample"; column 
143, lines 44-67, "Once rectified, the,.. the sample or"; column 144, lines 1-2, 
"specimen contained in... and identification number") 
However, A/ova et al doesn't explicitly teach receive at the first location an 
experimental plan describing a proposed execution of the set of experiments, in 
response to input indicating that the proposed execution of the set of 
experiments is acceptable, communicate an approval of the experimental plan to 
the laboratory and the experiment design is communicated to the laboratory over 
a computer network while Lorenzen et al teaches, 

- receive at the first location an experimental plan describing a proposed 
execution of the set of experiments and in response to input indicating that the 
proposed execution of the set of experiments is acceptable, communicate an 
approval of the experimental plan to the laboratory (Fig. 1 ; column 13, lines 48- 
51 , "Once the user approves ... order to run them"; column 3, lines 3-28, "The 
inputs of step 10 ... using the SAS package") 
Lennon et al teaches, 

- the experiment design is communicated to the laboratory over a computer 
network (page 160, 'NETWORK COMMUNICATION SOFTWARE section, 
paragraphs 1-3, "We have three... general interprocess communications") 
Motivation - The portions of the claimed medium would have been highly 
desirable features in this art for keeping the experiment cost within budget 
{Lorenzen et al, column 13, lines 21-25, "Once the user has ... one of several 
ways") and supporting either integrated or independent activities {Lennon et al, 
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page 156, 'INTRODUCTION' section, paragraph 2, "Because the distributed ... 
reliable and flexible manner"). Therefore, it would have been obvious to one of 
ordinary skill in the art at the time the invention was made, to modify Nova et al 
as taught by Lorenzen et al and Lennon et al for the purpose of keeping the 
experiment cost within budget and supporting integrated/independent activities. 

RESPONSE TO APPLICANTS' AMENDMENT REMARKS 



Applicant argues that no new matter has been added in the amendment of 
claim 1 and Fig. 2 (Amendment REMARKS page 18, paragraph 1). 

^formation Disclosure Statement (IDS) 

Applicant requests consideration of IDSs filed 4/19/05 and 10/12/04 
(Amendment REMARKS page 18. last paragraph). Please find enclosed signed, 
initialed and dated Form 1449s showing (re)consideration of IDSs dated 4/19/05, 
10/12/04, 6/4/04, 5/28/03 and 3/14/03. 

Drawings 

Applicant argues that corrected Fig. 2 addresses the grounds for objection 
(Amendment REMARKS page 19, paragraph 2). Applicant's arguments have 
been fully considered and are persuasive. The objection is withdrawn. 
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Claim Rejections • 35 USC § 101 

Applicant argues that claim 1 is not in the realm of an "abstract idea that is 
not tied to a technological art, environment or machine" (Amendment REMARKS 
page 20, paragraph 1) and that claims 39 and 71 rely on computer processes 
and relationship to the performance of results outside of the computer 
(Amendment REMARKS page 20, paragraph 2). Applicant's arguments have 
been fully considered, but they are not persuasive. In addition to the above 35 
USC 101 rejection of claims 1 , 39 and 71 , claim 1 does not recite a computer- 
Implemented method while claims 1 , 39 and 71 do not present the result(s) to a 
user via an interface, such as a display. 



Claim Rejections - 35 USC § 102 

Applicant argues that Nova etal USPN 6,329,139 fails to disclose, either 
explicitly or inherently, the specific features recited in claim 1 : the use of software 
to enable a remote user to generate an experiment design that includes 
electronic data that defines an experiment matrix, starting materials, process 
conditions and screening methods, for example (Amendment REMARKS page 
22, paragraph 2). Applicant's arguments have been fully considered, but they 
are not persuasive. Nova et al's Fig. 35, Abstract, column 2, lines 3-31 , column 
186, lines 33-43, column 5, lines 31-40, column 95, lines 38-48, column 2, lines 
61-67, column 3, lines 1-37, column 81, lines 43-60, column 13, lines 47-67, 
column 14, lines 1-5, column 143, lines 44-67 and column 144, lines 1-2 are cited 



Application/Control Number: 10/043,515 Page 
Art Unit: 2121 

for explicitly and inherently disclosing the subject matter set forth in the claims by 
the applicants. 

Applicant argues that because Nova et al cannot anticipate claim 1 , the 
rejections of dependent claims 2-3, 9-16, 24, 26-27, 29 and 31-38 should be 
withdrawn (Amendment REMARKS page 24, paragraph 3). Applicant's 
arguments have been fully considered, but are not persuasive. Claims 2-3, 9-16, 

24, 26-27, 29 and 31-38 are rejected for being dependent on a rejected 
independent claim and for reasons given in the above 35 USC 1 02(e) rejection of 
claims. 

Applicant argues that claims 39 and 40 are allowable for at least the same 
reasons claim 1 is allowable (Amendment REMARKS page 24, last paragraph). 
Applicant's arguments have been fully considered, but are not persuasive. 
Claims 39-40 are rejected for the same reasons claim 1 is rejected and for 
reasons given in the above 35 USC 102(e) rejection of claims. 

Applicant argues that claims 42-45 are allowable over Nova et a/ for at 
least the same reasons discussed in regards to claims 1 and 39-40 (Amendment 
REMARKS page 25, paragraph 1). Applicant's arguments have been fully 
considered, but are not persuasive. Claims 42-45 are rejected for the same 
reasons claims 1 and 39^0 are rejected and for reasons given in the above 35 
USC 1 02(e) rejection of claims. 

Applicant argues that claim 51 is allowable over Nova et al for at least the 
same reasons discussed in the context of claim 1 (Amendment REMARKS page 

25, paragraph 2). Applicant's arguments have been fully considered, but are not 
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persuasive. Claim 51 is rejected for the same reasons claim 1 is rejected and for 
reasons given in the above 35 USC 102(e) rejection of claims. 

Applicant argues that claim 71 is allowable over Nova et al for at least the 
same reasons discussed in the context of claim 39 (Amendment REMARKS 
page 25, paragraph 3). Applicant's arguments have been fully considered, but 
are not persuasive. Claim 71 is rejected for the same reasons claim 39 is 
rejected and for reasons given in the above 35 USC 102(e) rejection of claims. 

Claim Rejections • 35 USC § 103 

Applicant argues that no prima facie showing of obviousness has been 
established in the cited combination of Nova et al. Li USPN 4,710,864 and Falb 
USPN 5,849,578 for rejecting claims 4-8 and that Nova et al, Li and Falb fail to 
disclose or suggest features meeting the limitations of claim 1 : the provision of 
experiment design software to a user at a first location and the receipt and 
execution at a second location of an experiment design generated using such 
software or the generation of an experiment design, for example (Amendment 
REMARKS page 26, paragraph 1). 

Applicant's arguments have been fully considered, but they are not 
persuasive. Nova et el's Fig. 35, Abstract, column 2, lines 3-31, column 186, 
lines 33-43, column 5, lines 31-40, column 95, lines 38-48, column 2, lines 51-67, 
column 3, lines 1-37, column 81, lines 43-60, column 13, lines 47-67, column 14, 
lines 1-5, column 143, lines 44-67 and column 144, lines 1-2, L/'s Abstract, 
column 3, lines 13-48, column 6, lines 34-68 and column 7, lines 1-25 and Falb's 
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coiumn 80, lines 26-62 are cited for explicitly and inherently disclosing the 
subject matter set forth in claims 4-8 by the applicants. Furthermore, the 
purpose and motivation for modifying Nova et al includes discovering and 
evaluating novel genes and gene products {Falb, column 6, lines 38-64) and 
providing optimization status {Li, column 5, lines 50-56). 

Applicant argues that no prima facie showing of obviousness has been 
established in the cited combination of Nova et al and Guinta et al USPN 
5,737,494 for rejecting claims 1 7-21 and that Nova et al and Guinta et al fail to 
disclose or suggest features meeting the limitations of the claims: the provision of 
experiment design software to a user at a first location and the receipt and 
execution at a second location of an experiment design generated using such 
software or the generation of an experiment design and the step of evaluating an 
experiment design to generate an experimental plan, the provision of such an 
experimental plan to the user, or the conditioning of the execution of the 
experiment upon the approval of such an experimental plan by the user, for 
examples (Amendment REMARKS page 27, paragraph 1). 

Applicant's argument(s) have been fully considered, but they are moot in 
view of new grounds of rejection. In combination with Lorenzen et al USPN 
5,253,331 Fig. 1, step 10, column 13, lines 48-51 and column 3, lines 3-28, the 
examiner agrees Nova et al's Fig. 35, Abstract, column 2, lines 3-31 , column 
186, lines 33-43, column 5, lines 31-40, column 95, lines 38-48, column 2, lines 
51-67, column 3, lines 1-37, column 81, lines 43-60, column 13, lines 47-67, 
column 14, lines 1-5, column 143, lines 44-67, column 144, lines 1-2, column 21, 
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lines 18-63, column 95, lines 66-67, column 96, lines 1-9, column 21, lines 5-17, 
column 120, lines 34-57, column 45, lines 24-44, column 6, lines 31-36 and 
column 8, lines 33-53 explicitly and inherently disclose the subject matter set 
forth in claims 17-21 by the applicants. Furthermore, the purpose and motivation 
for modifying Nova et al includes keeping the experiment cost within budget 
{Lorenzen et al, column 13, lines 21-25). 

Applicant argues that no prima facie showing of obviousness has been 
established in the cited combination of Nova et al and Lennon et al "Using a 
Distributed Mini-Computer Network to Automate a Biochemical Laboratory" for 
rejecting claims 22-23 and that Nova et al and Lennon et al fail to disclose or 
suggest features meeting the limitations of claim 1: the provision of experiment 
design software to a user at a first location and the receipt and execution at a 
second location of an experiment design generated using such software or the 
generation of an experiment design, for example (Amendment REMARKS page 
28, paragraph 1 ). 

Applicant's arguments have been fully considered, but they are not 
persuasive. Nova etal's Fig. 35, Abstract, column 2, lines 3-31, column 186, 
lines 33-43, column 5, lines 31-40, column 95, lines 38-48, column 2, lines 51-67, 
column 3, lines 1-37, column 81, lines 43-60, column 13, lines 47-67, column 14, 
lines 1-5, column 143, lines 44-67 and column 144, lines 1-2 and Lennon etal's 
page 159, THE LABORATORY CONTROL SYSTEM' section, paragraphs 1-2 
and page 160, paragraphs 1-3 are cited for explicitly and inherently disclosing the 
subject matter set forth in claims 22-23 by the applicants. Furthermore, the 
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purpose and motivation for modifying Nova et al includes supporting either 
integrated or independent activities {Lennon etal, page 156, INTRODUCTION' 
section, paragraph 2). 

Applicant argues that no prima facie showing of obviousness has been 
established in the cited combination of Nova et al and Allen et al USPN 
5,969,121 for rejecting claims 25 and 28 and that Nova et al and Allen et al fail to 
disclose or suggest features meeting the limitations of claim 1 : the provision of 
experiment design software to a user at a first location and the receipt and 
execution at a second location of an experiment design generated using such 
software or the generation of an experiment design, for example (Amendment 
REMARKS page 28, last paragraph). 

Applicant's arguments have been fully considered, but they are not . 
persuasive. Nova etal's Fig. 35, Abstract, column 2, lines 3-31, column 186, 
lines 33-43, column 5, lines 31-40, column 95, lines 38-48, column 2, lines 51-67, 
column 3, lines 1-37, column 81, lines 43-60, column 13, lines 47-67, column 14, 
lines 1-5, column 143, lines 44-67 and column 144, lines 1-2 and Allen et a/'s 
column 10, lines 4-13, column 4, lines 57-67 and column 5, lines 1-7 are cited for 
explicitly and inherently disclosing the subject matter set forth in claims 25 and 
28 by the applicants. Furthermore, the purpose and motivation for modifying 
Nova et al includes adding stability and functionality {Allen et al, column 10, lines 
14-31). 

Applicant argues that no prima facie showing of obviousness has been 
established in the cited combination of Nova et al and Ct)en et al USPN 
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5,569,799 for rejecting claim 30 and that Nova et al and Chen et al fail to disclose 
or suggest features meeting the limitations of claim 1 : the provision of experiment 
design software to a user at a first location and the receipt and execution at a 
second location of an experiment design generated using such software or the 
generation of an experiment design, for example (Amendment REMARKS page 
29, paragraph 3). 

Applicant's arguments have been fully considered, but they are not 
persuasive. Nova etal's Fig. 35, Abstract, column 2, lines 3-31, column 186, 
lines 33-43, column 5, lines 31-40, column 95, lines 38-48, column 2, lines 51-67, 
column 3, lines 1-37, column 81, lines 43-60, column 13, lines 47-67, column 14, 
lines 1-5, column 143, lines 44-67, column 144, lines 1-2 and column 186, lines 
33-43 and Chen et al's column 1, lines 43-58 are cited for explicitly and 
inherently disclosing the subject matter set forth in claim 30 by the applicants. 
Furthermore, the purpose and motivation for modifying Nova et al includes 
recovering of process materials {Chen et al, column 3, lines 28-43). 

Applicant argues that no prima facie showing of obviousness has been 
established in the cited combination of Nova et al and Lennon et al for rejecting 
claim 46 and that Nova et al and Lennon et al fail to disclose or suggest features 
meeting the limitations of claim 39: the generation of an experiment design by a 
remote user at a first location, the communication of such an experiment design 
to a laboratory at a second, different location for execution, and the receipt at the 
first location of experimental results obtained by execution of the experiment 
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design at the laboratory or the generation of an experiment design, for example 
(Amendment REMARKS page 29, last paragraph and page 30, paragraph 1 ). 

Applicant's arguments have been fully considered, but they are not 
persuasive. Nova etal's Fig. 35, Abstract, column 2, lines 3-31, column 186, 
lines 33-43, column 5, lines 31-40, column 95, lines 38-48, column 2, lines 51-67, 
column 3, lines 1-37, column 81, lines 43-60, column 13, lines 47-67, column 14, 
lines 1-5, column 143, lines 44-67 and column 144, lines 1-2 and Lennon etal's 
page 160, paragraphs 1-3 are cited for explicitly and inherently disclosing the 
subject matter set forth in claim 46 by the applicants. Furthermore, the purpose 
and motivation for modifying Nova et al includes supporting either integrated or 
independent activities {Lennon etal, page 156, 'INTRODUCTION' section, 
paragraph 2). 

Applicant argues that claims 53-58 are allowable for the same reasons 
claim 39 upon which they depend is allowable (Amendment REMARKS page 30, 
paragraph 2), claims 59-70 are allowable for the same reasons claim 51 upon 
which they depend is allowable (Amendment REMARKS page 30, paragraph 3) 
and claims 72-83 are allowable for the same reasons claim 71 upon which they 
depend is allowable (Amendment REMARKS page 30, paragraph 4). Applicant's 
argurrients have been fully considered, but are not persuasive. Claims 53-58, 
59-70 and 72-83 are rejected for being dependent on rejected independent 
claims 39, 51 and 71, respectively, and for reasons given in the above 35 USC 
102(e) and 35 USC 103(a) rejection of claims. 
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As set forth above with regards to Nova et al, Chen et al, Allen et al, LI, Falb, 
Lennon et al and Lorenzen et al the items listed explicitly and inherently teach 
each element of the applicants' claimed limitations. Applicants have not set forth 
any distinction or offered any dispute between the claims of the subject 
application, A/ova et al's Automated sorting system for matrices with memory, 
Chen et al's Process for the production of chlorinated hydrocarbons and alkenes, 
Allen et al's Stable biocatalysts for ester hydrolysis, Li's Self-optimizing method 
and machine, Falb's Compositions and methods for the treatment and diagnosis 
of cardiovascular using RCHD528 as a target, Lennon et al's Using a Distributed 
Mini-Computer Network to Automate a Biochemical Laboratory and Lorenzen et 
al's Expert system for statistical design of experiments. 

Specification 

The specification has not been checked to the extent necessary to 
determine the presence of all possible minor errors. Applicant's cooperation is 
required in correcting any errors of which applicant may become aware in the 
specification. 

The disclosure is objected to because of the following informalities: 
- The specification references U.S. applications with updated status. The 
U.S. application numbers in the specification should be followed by 
"issued as U.S. Patent No.:" where the specification page:line (P:L), 
application and updated U.S. Patent (USP) numbers (#s) are given as 
follows: 
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P:L# 


Application # 


USP# 


17:17 


09/093870 


6149882 


17:18 


09/300634 


6395552 


17:18 


09/039991 


6087181 


17:20 


09/227558 


6720186 


17:21 


09/285393 


6265226 


17:22 


09/285333 


6260407 


17:22 


09/285335 


6175409 


17:23 


09/285392 


6294388 


17:24 


09/410546 


6296771 


17:24 


09/414744 


6536944 


17:25 


08/946135 


6541271 


17:27 


09/174986 


6157449 


17:28 


09/417125 


6528026 


17:29 


09/177170 


6548026 


17:30 


09/211982 


6306658 


17:31 


09/474344 


6373570 


17:32 


09/112247 


6151123 


17:32 


09/149586 


6410332 


17:33 


09/458398 


6535824 


17:34 


09/205071 


6485692 
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P:L# 


Application # 


USP# 


17:35 


09/518794 


6749814 


18:21 


09/305830 


6507945 


19:29 


08/841423 


6045671 


19:30 


09/237502 


6364956 



Table 1: U.S. Applications Updated Status 
Appropriate correction is required. 

Conclusion 

The following prior art is made of record and considered pertinent to 
applicant's disclosure: 

'Agrafiotis etal\ US 6421612; System, method and computer program product 
for identifying chemical compounds having desired properties 

- Agrawal et al\ US 5546301 ; Advanced equipment control system 

- Chapman] US 5703792; Three dimensional measurement of molecular diversity 

- Fink etal] US 5808918; Hierarchical biological modelling system and method 

- Grass et al\ US 6647358; Pharmacokinetic-based drug design tool and method 

- Turnbull] US 5208765; Computer-based method and system for product 
development 

' BOUSSIE et al] US 20010053528; ENCODING OF ORGANOMETALLIC 
LIBRARIES 

- Dumble et al\ US 20030043429; High capacity backbone 
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- Schultz et al; US 6864201; Preparation and screening of crystalline zeolite and 
hydrothermally-synthesized materials 

- Hopkins et al; US 20050060305; System and method for the computer-assisted 
identification of drugs and indications 

- Owen et al; US 6901393; System, method and computer program product for a 
customer-centric collaborative protocol 

- WILSON; WO 9732208 Al ; CATALYST TESTING PROCESS AND 
APPARATUS 

- Weinberg et al; US 5959297; Mass spectrometers and methods for rapid 
screening of libraries of different materials 

- Schultz et al; US 5985356; Combinatorial synthesis of novel materials 

- Weinberg et al; US 6030917; Combinatorial synthesis and analysis of 
organometallic compounds and catalysts 

- McFarland et al; US 6034775; Optical systems and methods for rapid screening 
of libraries of different materials 

Any inquiry concerning this communication or earlier communications from 
the Office should be directed to Meltin Bell whose telephone number is 571-272- 
3680. This Examiner can normally be reached on Mon - Fri 7:30 am - 4:30 pm. 

If attempts to reach this Examiner by telephone are unsuccessful, his 
supervisor, Anthony Knight, can be reached on 571-272-3687. The fax phone 
number for the organization where this application or proceeding is assigned is 
(703) 872-9306. 
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Any inquiry of a general nature or relating to the status of this application 
or proceeding should be directed to the receptionist whose telephone number is 
571-272-2100. 

Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 



free). 
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